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Art Unit: 1635 



For: GENE SILENCING 



Examiner: Jennifer S. Pitrak 



DISCLOSURE OF ASSERTION OF INVENTORSHIP 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Applicants wish to notify the Office that Lionel Scott, the former Patent Manager of the 

assignee, has asserted inventorship in the present application to the extent that claims may be 

interpreted to read on silencing genes in "diagnostic or therapeutic" contexts in other than in plants 

and nematodes. The documents in applicants' possession related to this assertion are as follows: 

Exh. 1. A letter from Lionel Scott to the undersigned sent by e-mail on 13 December 2007. 

Exh. 2. E-mail correspondence from Mr. Scott urging a response to the letter. 

Exh. 3. A letter sent by the undersigned to Mr. Scott by e-mail on 4 March 2008 along with its 
attachments. 

Exh. 4. A follow-up letter to Mr. Scott sent 7 March 2008 by e-mail. 
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The undersigned has spoken twice with Mr. Scott by telephone and Mr. Scott remains 
adamant that the inclusion of organisms other than plants and nematodes in the specification entitles 
him to co-inventorship on any claims that could be construed to cover gene silencing in these 
organisms. Applicants' position is that, as Patent Manager of the assignee, the inclusion of 
organisms in the application as stated in paragraph 9 of Exhibit 1, was in any event contemplated by 
the named inventors and was within the scope of the obligation of a patent professional or a person 
employed by the assignee charged with oversight of the patent preparation, filing and prosecution 
process and does not rise to the level of invention. 

Two further points are noted. First, Exhibit 4 is not directly relevant to the inventorship 
issue; it is included because it has been made clear to the undersigned that Mr. Scott's claim to 
inventorship is, at least in part, motivated by a desire to participate in any proceeds that might be 
obtained by virtue of this technology. 

Second, applicants note that MPEP § 2137.01(1) states that the party or parties executing an 
oath or declaration under 37 C.F.R. § 1.63 are presumed to be tiie inventors. Applicants note that 
the wording of the declaration submitted in this application states "I believe I am mi original first 
and joint inventor. . . " 

Applicants request a response as to whether, in light of the MPEP section just quoted, the 
declaration on file is sufficient to create the presumption that the named inventors are the only 
inventors in the case or whether an additional declaration refuting inventorship by Mr. Scott would 
be needed to establish this presumption. 

This communication and these documents are submitted in all pending cases referenced in 
Mr. Scott's e-mail of 13 December 2007. It is noted that 11/390,519 is abandoned; the claims in 
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11/013,469 are restricted to plants. Mr. Scott does not reference 10/806,253 but this communication 
is filed in that case as well. 

In the unlikely event that the transmittal letter is separated from this document and the Patent 
Office determines that an extension and/or other relief is required, applicants petition for any 
required relief including extensions of time and authorize the Commissioner to chzirge the cost of 
such petitions and/or other fees due in connection with the filing of this document to Deposit 
Account No. 03-1952 referencing docket No. 616292000110 . 

Respectfully submitted, 

Dated: May 9, 2008 By: / Kate H. Murashige / 

Kate H. Murashige 

Registration No.: 29,959 
MORRISON & FOERSTER LLP 
12531 High Bluff Drive, Suite 100 
San Diego, California 92130-2040 
Telephone: (858) 720-5112 
Facsimile: (858) 720-5125 
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